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3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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DETAILED ACTION 

Election/Restrictions 

Claims 8 and 9 are withdrawn from further consideration pursuant to 37 CFR 
1 .142(b) as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on May 22, 2008. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 to 4, 6, 7 and 10 to 15 are rejected under 35 U.S.C. 103 (a) as being 
unpatentable over computer-generated English translation of Japanese patent 2003- 
105513 ("JP-513") for the reasons set forth in the previous office action dated February 
26, 2009. 

Response to Arguments 

Applicant's arguments filed May 27, 2009 have been fully considered but they are 
not persuasive. 

Applicant argued claims patentably distinguish over Japanese patent 2003- 
1 0551 3 (hereafter "JP'51 3") for the following reasons: 

1) JP'513 discloses a steel composition containing 0.001 to <0.1% Si, preferably 
less than 0.08% to secure productivity, strength and reduced scale damages, and 
further discloses that the Si content should not exceed more than 0.1 % because of 
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deterioration of scale damages and surface appearance and yield ratio. In comparison, 
Si content in the present invention is 0.1 to 0.3% to obtain the required ductility and 
chemical converted coating ability, which is a very different Si content and purpose for 
Si compared to JP'513. 

2) Present invention steel contains ferrite and martensite without retained 
austenite whereas prior art microstructure comprises ferrite or ferrite + bainite and the 
remainder martensite and/or retained austenite. Also prior art examples in tables 1 of 
JP'513 contain retained austenite. 

3) Present invention steel exhibits a tensile strength ("TS") > 980 MPa and a 
value of TS x El > 16,000 as shown in attached figures 1 and 2, and formula (1) for 
obtaining the required ferrite volume ratio which is not disclosed or suggested in JP'513. 

In response to argument #1 , JP'513 teaches steel containing an upper limit of 
<0.1 % Si which closely approximates Applicant's claimed lower Si limit of 0.1 %. Since 
Applicant has not demonstrated (e.g. by comparative test data) that the claimed Si limit 
is somehow critical and productive of new and unexpected results, then a composition 
with 0.1 %Si verses a composition with slightly less Si (<0.1%) would depict a mere 
difference in the proportion of element without any attendant unexpected results and 
would not patentably distinguish claims over prior art. According to page 7 of Applicant's 
specification, Si up to 0.3% is permissible and Si range of up to 0.1% is preferred for 
hot-dip galvanization. 

In response to argument #2, claim 9 of JP'513 teaches a steel plate 
microstructure comprising ferrite as the main phase at 70 to 97% and austenite and /or 
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martensite as the secondary phase at 3 to 30%. Prior art teaches austenite as optional 
and therefore can be omitted. Also contrary to Applicant's assertion, JP'513 in table 3 
teaches specific examples example G16, G17, H18, H19, and H20 having a 
microstructure comprising ferrite and martensite without austenite. Note starting from 
the left side of table 3, the 4 th column indicates vol.% ferrite , the 6th column indicates 
vol.% martensite and the 7th column indicates vol.% austenite base on an oral 
translation by US Patent office translator. 

In response to argument #3, JP'513 in table 1 discloses specific example that 
exhibit TS x El > 1600 but TS is less than 980 MPa. Despite the lower TS, JP'513 still 
teaches a general composition which would include steels having higher TS. 
According to paragraphs [0027] and [0038] of JP'513, alloying constituents such as Mn, 
Ti and/or Nb when added to alloy in higher quantities promote increase in strength and 
intensity. Hence it would be a matter of routine optimization of alloying constituents to 
achieve the desired balance of strength and elongation which is well within the skill of 
the artisan and productive of no new and unexpected results. 

JP-513 does not teach equation (1) as recited by claim 1 but it has been well 
settled that there is no invention in the discovery of a general formula if it covers a 
composition described in the prior art, see In re Cooper and Foley, 57USPQ1 1 7. In the 
instant case, JP'513 teaches securing a ferrite phase and achieving high elongation 
which are properties attributed to the equation and when calculated, examples in table 1 
closely meet equation. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Deborah Yee whose telephone number is 571-272- 
1253. The examiner can normally be reached on monday-friday 6:00 am-2:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on 571-272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/560,989 Page 6 

Art Unit: 1793 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Deborah Yee/ 
Primary Examiner 
Art Unit 1793 

/DY/ 



